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[C]  All-Limitations Rule
[1] Defining a “Limitation”
[2] Federal Circuit Examples
[D]  The Fact Question of Equivalence
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in Festo 111 (2003)

[C]
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[5] Applying the Festo Rebuttal Criteria
[a] Mere Tangentialness
[b] Unforeseeability
[c] “Some Other Reason”
[6] What Qualifies as a Narrowing Amendment
Prior Art
[1] Generally
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[3] Hypothetical Claim Analysis
Dedication to the Public
[1] Disclosing without Claiming
[2] Level of Specificity to Work a Dedication
Vitiation of Claim Limitations
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§16.06 Infringement of Means-Plus-Function Claim Elements
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Literal Infringement

Infringement under the Judicially-Created Doctrine of Equivalents

Chapter 17 INDIRECT INFRINGEMENT

§17.01 Introduction

§17.02 Inducing Infringement under §271(b)

[A]

Acts
[1] Sale of Product Needed to Infringe

[2] Provide Instructions, Directions, or Guidance
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[B]

[C]

Disregard” Standard

[D]

[E]

[3] Corporate Officer Liability

Relationship between Inducing and Direct Infringement
[1] Generally

(2] Proving Direct Infringement

Intent Standard for Inducing Infringement

[1] Federal Circuit Decisions

[a] Knowledge of the Patent Requirement; “Deliberate

[b] Good Faith Belief of Invalidity
[2] Supreme Court Decisions
[a] “Willful Blindness” Standard
[b] Good Faith Belief of Invalidity
Induced Divided (or “Distributed,” “Joint,” or “Collective”) Infringement
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[2] Akamai v. Limelight (Fed. Cir. 2012) (en banc)
[3] Limelight v. Akamai (U.S. 2014)

Pleading Inducing Infringement

§17.03 Contributory Infringement under §271(c)

[A]
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Acts

[1] Supply Component

(2] Supply Material or Apparatus

[3] Repair versus Reconstruction
Non-Staple Article or Commodity of Commerce
Intent Standard for Contributory Infringement
Pleading Contributory Infringement

Relationship to Patent Misuse
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[A]  Introduction

[B]  Technical Infringement under §271(e)(2)
[1] Paragraph IV Certifications
[2] Automatic Stay

[C]  Safe Harbor under §271(e)(1)

[1] Merck KgaA v. Integra Lifesciences (U.S. 2005)
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[D]  Settlements of Hatch-Waxman Litigation
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[A]  Deepsouth Packing v. Laitram (U.S. 1972)
[B]  “Supplying or Causing to Be Supplied”
[C] “Components”

[1] Microsoft v. AT&T (U.S. 2007)

[2] Federal Circuit Decisions Post-AT&T

[D]  “Actively Induce the Combination” under §271(f)(1)

§18.03 Importation under 35 U.S.C. §271(g)
[A]  Process Patent Amendments Act of 1988
[B]  Product Made by a Patented Process
[C] “Materially Changed” Product

Chapter 19 DEFENSES TO PATENT INFRINGEMENT
§19.01 Introduction
§19.02 Noninfringement
§19.03 Absence of Liability for Infringement
[A] License

[1] Express License
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[2] Implied License
[B]  Prior User Rights
[1] Pre-America Invents Act of 2011
[2] Post-America Invents Act of 2011
[C]  Experimental/Research Use
[D]  Expiration of Damages Limitation Period of 35 U.S.C. §286
[E] Laches and Equitable Estoppel in Initiating Patent Infringement Litigation
[1] Introduction
[2] Laches
[a] Elements
[b] “Should Have Known”
[3] Equitable Estoppel
[F] State Sovereign Immunity
[G] Temporary Presence Exemption
[H]  Patent Exhaustion
[1] Lack of Standing to Sue
§19.04 Unenforceability
[A] Introduction
[B]  Inequitable Conduct
[1] Acts or Omissions
[2] Materiality
[a] Materiality Standards Pre-Therasense (Fed. Cir. 2011)
[b] Materiality Standard Post-Therasense (Fed. Cir. 2011)
[1] “But For” Test
[11] “Affirmative Egregious Misconduct” Exception
[iii]  Cumulative Information
[3] Intent to Deceive

(4] Independence of Materiality and Intent Inquiries
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[3]
[6]
[7]
[8]

Overall Equitable Balancing

Burden of Proof and Standard of Review
Pleading Inequitable Conduct with Particularity
Curing Inequitable Conduct

[a] Federal Circuit Decisions

[C]  Patent Misuse

[1]
[2]

[3]
[4]

Generally

Historical Development

[a] Tying

[b] Post-Patent Expiration Royalties
Not Synonymous with Antitrust Liability

Statutory Limitations on Patent Misuse: §271(d)

[D]  Prosecution History Laches

§19.05 Invalidity

[A]  Burden of Proof

[B]  Collateral Estoppel Effect of Invalidity Adjudication

[C]  Statutory Grounds for Invalidity

[D]  Limits on Accused Infringer's Standing to Assert Invalidity

[1]
[2]

Licensee Repudiation

Assignor Estoppel

§19.06 Antitrust Counterclaims in Patent Cases

[A]  Generally

[B]  Market Power

[C]  Anticompetitive Conduct

[1]
[2]
[3]

Walker Process Fraud

Sham Patent Litigation
Refusals to Deal
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Chapter 20 REMEDIES FOR PATENT INFRINGEMENT
§20.01 Introduction
§20.02 Injunctions
[A]  Statutory Basis: 35 U.S.C. §283
[B]  Permanent Injunctions
[1] Generally

[2] Federal Circuit Decisions Before eBay v. MercExchange (U.S.
2006)

[3] The eBay v. MercExchange (U.S. 2006) Standard
[4] Appellate Standard of Review
[5] Factor (1): Irreparable Harm
[a] Generally
[b] Causal Nexus Requirement
[c] Standard Essential Patents/FRAND Licensing
[6] Factor (2): Inadequate Remedies at Law
[7] Factor (3): Balance of Hardships
[8] Factor (4): Public Interest
[9] Contempt Proceedings for Violation of Permanent Injunction
[C]  Preliminary Injunctions
[1] Generally
[2] Preliminary Injunction Factors
[3] Appellate Standard of Review
[4] Choice of Law
[5] Procedural Considerations
[6] Factor (1): Patentee Likely to Succeed on the Merits
[7] Factor (2): Patentee Likely to Suffer Irreparable Harm
[a] Generally
[b] Causal Nexus Requirement

[c] Disproving Irreparable Harm
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[8] Factor (3): Balance of the Equities Tips in Patentee's Favor
[9] Factor (4): Injunction Is in the Public Interest
§20.03 Ongoing Royalties for Future Infringements
[A]  Generally
[B]  Illustrative Decisions
[C]  Criticism of Ongoing Royalty Awards
§20.04 Damages for Past Infringements
[A]  Statutory Basis: 35 U.S.C. §284
[B] Compensatory Damages
[1] Lost Profits
[a] The Panduit Analysis

[1] Demand for the Patented Product

[1] Absence of Acceptable Noninfringing Substitutes

[iii]  Manufacturing and Marketing Capability
[iv]  Amount of Profit
[b] Federal Circuit Expansion of Lost Profits Justification
[c] Price Erosion Damages
[2] Entire Market Value Rule and Convoyed Sales
[a] Convoyed/Accessory Sales
[b] Entire Market Value Rule
(3] Established Royalty
[4] Reasonable Royalty
[a] Hypothetical Negotiation
[b] Date for Hypothetical Negotiation
[c] Analytical Approach
[d] Rejected 25% Rule of Thumb
[e] Rejected Nash Bargaining Solution
§20.05 Enhanced Damages and Willful Infringement
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[A]
[B]

[C]

[D]
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Statutory Basis: 35 U.S.C. §284
Enhancement Based on Willfulness
[1] Generally
[2] Read Factors for Enhancement
Willfulness Pre-Seagate (2007)
[1] Duty of Due Care
[2] Adverse Inference
The Seagate Standard: Objective Recklessness
[1] Objective Recklessness
[2] Two-Part Test
[a] Objective Prong: High Likelihood of Infringement

[b] Subjective Prong: Infringer Knew or Should Have Known of
Risk

[3] Scope of Waiver
Standard of Review for Willfulness

America Invents Act of 2011 Codification

§20.06 Attorney Fees in Exceptional Cases

[A]
[B]
[C]

[D]
[E]
[F]
[G]

Statutory Basis: 35 U.S.C. §285

Discretionary with District Court

Categories of “Exceptional” Cases

[1] Attorney Fees Imposed Against Patentees
(2] Attorney Fees Imposed Against Infringers
Burden of Proof

Standard of Review

Prevailing Party

Reasonable Attorney Fees

§20.07 Rule 11 Sanctions

§20.08 Prejudgment Interest

§20.09 Costs
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§20.10 Patent Marking

[A]
[B]
[C]
[D]
[E]

Statutory Basis: 35 U.S.C. §287

Notice

Marking Patented Articles versus Methods
“Patent Pending” Designations

False Marking

[1] Statutory Basis: 35 U.S.C. §292

[2] America Invents Act of 2011 Elimination of Qui Tam Actions

§20.11 Provisional Compensation Remedy

[A]
[B]
[C]
[D]
[E]

Statutory Basis: 35 U.S.C. §154(d)
“Substantially Identical” Inventions
Actual Notice

Statute of Limitations

Decisions

§20.12 Time Limitation on Damages Recovery

[A]
[B]
[C]

Statutory Basis: 35 U.S.C. §286
Six Year Pre-Filing Period

Claims against the U.S. Government

Chapter 21 CORRECTING ISSUED PATENTS IN THE USPTO (REISSUE AND
REEXAMINATION)

§21.01 Introduction

§21.02 Certificates of Correction

[A]
[B]
[C]
[D]

USPTO at Fault
Applicant at Fault
No Change in Claim Scope Permitted

Effect of Certificate

§21.03 Reissue

[A]
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[B]
[C]

[D]
[E]
[F]
[G]

[H]

Historical Development

Statutory Basis: 35 U.S.C. §251

[1] “Inoperative or Invalid”

[2] Timing

[3] New Matter Prohibition

[4] “Invention Disclosed in the Original Patent”
Broadening Reissues

Reissue Error

The Recapture Rule

Effect of Reissue: Intervening Rights
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[2] Statutory Basis

[3] Absolute Intervening Rights
(4] Equitable Intervening Rights

Strategic Considerations for Reissue
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[2] Unauthorized Filing of Terminal Disclaimers
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Ex Parte Reexamination
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[2] Statutory Grounds for Reexamination

[3] Substantial New Question of Patentability
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Inter Partes Reexamination (Pre-America Invents Act of 2011)
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[C] Discretionary Stay

Chapter 23 DESIGN PATENTS
§23.01 Introduction
§23.02 Requirements for Design Patentability

[A]  Primarily Ornamental
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Nonobviousness

[1] Designer of Ordinary Skill Perspective
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